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REMARKS 

Prior Art Summary 

A. Von Bergen 

This is a magazine article that describes the formation ofWebcertificate.com. The 
premise of the new web site is that a shopper buys a gift certificate to be used for online 
shopping and pays a transaction fee in addition to the face value of the gift certificate. The 
gift certificate is then sent via email to the appropriate recipient along with a personalized 
message. The gift certificates expire one year after purchase, but the service will email the 
recipient prior to its expiration date to remind them. The gift certificate can be used at any 
online merchant because it is funneled through C/Base's banking system, thus appearing as a 
normal online sale to the merchant. Thus there is no need to enroll Merchants and establish 
proprietary links between systems. 

B. Fleming 

This is US patent 5,953,710 that describes a system whereby a child or elderly parent or 
other supervised individual may have a credit/debit card that is related to the primary account 
owners credit/debit card. Limitations may be placed on the use of the card in one of three 
ways - a) unlimited transactions, b) fixed number of transactions, or c) no transactions. 

Claim Rejections - 35 U.S.C. S 102 

C The Examiner rejected claims 1-18 under 35 U.S.C. 103(a) as being unpatentable 
over Von Bergen and in view of US 5,953,710, herein referred to as Fleming. 

In regards to claim 1, applicant respectfully disagrees with the examiner in that 
although Von Bergen teaches a central location for controlling the gift certificate process 
and a series of remote locations as noted by the Examiner, the cited reference in 
combination with Fleming makes no reference of manufacturer information being stored 
- only retail merchants. Likewise, Fleming talks about the issuer of the credit card (i.e. 
bank) maintaining transaction information (col. 6, lines 7-19), not the system being 
described by Von Bergen. In additi n, the combination does not imply in any way the 



Page 3 of 9 



Serial No. 09/324,601 



PATENT 



storage of a contribution databas for allowing automatic and anonymous charity 
contributions. Thus, even the references combined would not meet the claim. 
Furthermore, the synergism of the whole is greater than the parts, even though some of 
the parts are used in the other systems. Thus, novel physical distinctions are unobvious 
under §103. In addition, claim 1 has been amended to include a protocol communication 
between the gift certificate site and the merchant for the purpose of validating a purchase. 

In regards to claim 2, Applicant agrees to cancel claim 2 "without prejudice or 
disclaimer". 

In regards to claim 3, the Examiner states that Von Bergen does not specifically 
mention any restrictions on the use of the gift certificates, but goes on to refer to Fleming, 
who mentions allowing the parent to restrict the number of purchases made by a child. 
The Examiner uses the combination, to disallow claim 3, although the references take 
only a single approach. In the Fleming system, the limitation is only by the number of 
purchases. In the proposed system, limitations can also be placed by a) category of 
product or service; b) age range; c) date range; d) and merchant Thus, even the 
references combined would not meet the claim. Furthermore, the synergism of the 
whole is greater than the parts, even though some of the parts are used in the other 
systems. Thus, novel physical distinctions are unobvious under §103. In addition, the 
applicant disagrees with the examiner in that in the system discussed by Von Bergren 
there is no way to place restrictions on the use of the gift certificates because it was 
intended to be generic enough to work at any online merchant using normal e-commerce 
purchasing without the requirement of these same merchants interfacing with said system 
to determine limitations of use. Claim 3 has been reworded to be dependent on claim 1 
instead of the removed claim 2. Thus, the applicant requests the examiner to reconsider 
their decision on this claim. 

In regards to claim 4, the Examiner states that Von Bergen does not specifically 
mention tracking the use of the gift certificate, but goes on to refer to Fleming, who 
mentions a parents account statement. Although it is true that the Fleming credit card 
system allows parents to track child transactions, this is at a macro level, and not at the 
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product level as proposed by the applicant's system. Claim 4 has been rewritten to be 
narrow the claim and be dependent on claim 1 instead of the removed claim 2. Thus, the 
applicant requests the examiner to reconsider their decision on this claim. 

In regards to claim 5, Applicant agrees to cancel claim 5 **without prejudice or 
disclaimer". 

In regards to claims 6, 7, and 8, the Examiner, as stated previously, has made no 
specific argument against them other than the general claim that Von Bergen shows 
limitation of these claims. The applicant respectfully disagrees with the examiner in that 
the only mention of Von Bergen in regards to contributing to a charity is a warning 
message that the recipient receives prior to the one year expiration date giving them the 
option to transfer the value of the certificate to the charity rather than have it expire. The 
applicant's invention allows for charities to be the recipients at the time of purchase as 
well as on an on-going basis. Claim #8 has been rewritten to narrow the scope to the time 
of purchase. Thus, the applicant requests the examiner to reconsider their decision on 
these claims. 

In regards to claim 9, the Examiner, as stated previously, has made no specific 
argument against this claim other than the general claim that Von Bergen shows 
limitation of these claims. The applicant respectfully disagrees. There is no indication 
that a single gift certificate can be used on multiple occasions, nor at a plurality of 
merchants. In fact, the standard practice at the time was for gift certificates to be used for 
a single transaction. Even if they were allowed across multiple transactions, these 
transactions were with the same merchant, whereas the applicant's invention provides for 
splitting the value not only across multiple transactions but across multiple merchants. 
Thus, the applicant requests the examiner to reconsider their decision on this claim. 

In regards to claims 10-16, the Examiner states that Von Bergen does not specifically 
mention the restrictions of these claims. Although it is well known in the art to place 
limitations on credit and debit cards, the applicant respectfully disagrees with the 
examiner of the conclusion that all future limitations are covered sine none of these 
restrictions are currently used in this manner. In addition, general limits placed on the 
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number of transactions or dollar limit on a credit card are not applicable to limitations 
placed on electronic gift certificates. Thus the results achieved by this invention are new, 
unexpected, superior, unusual, and/or surprising. Likewise, up to this time, those skilled 
in the art found the problem solved by this invention to be insoluble using standard 
plastic credit cards. In fact, except for placing a limit on the amount of transactions, 
these limitations solve an unrecognizable problem up to this time. Thus the prior-art 
references do not contain any suggestion (express or implied) that they be combined, or 
that they be combined in the manner suggested. Even though Fleming mentions a method 
of restriction, the Examiner has not presented a convincing line of reasoning as to why 
any type of restriction that is invented later is invalid. Thus, even the references 
combined would not meet the claim. Even to this day, no other systems place the kind 
of restrictions on gift certificate used as stated in claims 11, 12, 13, 14, 15, and 16. In 
addition, claim 1 1 allows for a fixed shipping address to be associated with any purchases 
made with a electronic gift certificate. This would restrict the shipments of any online 
purchases to a specified address. This would be useful if the gift certificate was given to a 
child or elderly parent in which the purchaser wants to make sure that the items 
purchased are not against the purchaser's wishes. Note, there are no systems in place 
today that do this and it is not obvious from the prior art. Furthermore, the synergism of 
the whole is greater than the parts, even though some of the parts are used in the other 
systems. Thus, novel physical distinctions are unobvious under §103 and the applicant 
requests the examiner to reconsider these claims. 

In regards to claims 17 and 18, the office action incorrectly included these with 
claims 11, 12, 13, 14, 15, and 16. Claims 17 and 18 were also rejected by the examiner as 
being unpatentable over Von Bergen. The applicant respectfully disagrees with the 
examiner as stated above in claims 6, 7, and 8 due to Von Bergen' only mention of 
charities is a warning message that the recipient receives prior to the one year expiration 
date giving them the option to transfer the value of the certificate to the charity rather 
than have it expire. The applicant's invention allows for charities to be the recipients at 
the time of purchase as well as on an on-going basis. Thus, the applicant requests the 
examiner to reconsider their decision on these claims. 
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In regards to claims 19-22, Applicant agrees to cancel these claims "without prejudice 
or disclaimer'*. 

Prior Art 

The prior art that was specified in the original patent application submission is no longer 
included in the 'Other Prior Art* section of Form PTO-1449. Specifically the references that 
should be included are: 

1. Vesely, Rebecca, Kiddie Kash, Business 2.0, May 1999, page 24-26. 

2. Dalton, Gregory, Clipless Coupons, Information Week, February 22, 1999, page 87. 

3. Mollman, Steve, Smells Like Teen Commerce, Wired, June 1999, page 194. 



Applicant requests a Continuance of Examination and is enclosing the SB0030 Form and 
check for the required fees. 

Conclusion 

It is believed that all remaining claims are now in condition for allowance. An early 
Notice of Allowance is earnestly solicited. If Examiner believes that a telephone interview would 
expedite the allowance of the present application, Examiner is invited to telephone Applicant at 
(253) 639-9507. 



Certificate of Mailing: I certify that on the date below this document and referenced attachments, if any, will be 
deposited with the U,S, Postal Service as first class mail in an envelope addressed to: Xoinmissioner For Patents, 
Box RCE, Washington, DC 20231". 



Fees 




Telephone: 253-639-9507 
26903 138th Ave SE 
Kent, WA. 98042 



August 12, 2002 
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MARKED VERSION OF AMENDMENTS 



In the Claims: 

The claims have been amended as follows: 

1 . (Amended) A system for providing an electronic gift certificate service over a distributed network, with the 
capability to support multiple online merchants of any size and from any net-accessible location in the world, the 
system comprising fofl: 

a plurality of Merchant sites connected to the distributed network, each Merchant site running at least one 

service application to provide an online service to users ovsr the distributed network; 
a plurality of Manufacturer sites connected to the distributed network, each Manufacturer site running at least 

one service application to provide an online service to users over the distributed network; 
a plurality of user computers connected to the distributed network, each user computer running at least one 

client application for accessing online service of the Merchant sites; 
a Gift Certificate Authority site connected to the plurality of Merchant and Manufacturer sites, the gift 

certificate site including a user database, a manufacturer database, and a merchant database containing 

authentication information of registrants, the registered users accessing the Merchant sites from the user 

computers over the distributed network; 
a database which stores user-specific customization data, the customization data specifying preferences of the 

registered users with respect to the online services of the Merchant sites; and 
a database which stores contribution information related to registrants and beneficiary information, the 

contribution information which allows one-time or reoccurring contributions to specified beneficiaries; and 
a database which stores the gift certificates and related transactions; and 

a database which stores Merchant information, the Merchant information specifying communication 

information necessary for establishing secure connections between the Merchant and the Gift Certificate 
system; and 

a database which stores Manufacturer information, the Manufacturer information contains the relationships of 

which resellers sell the manufacturers products; and 
an authentication protocol for allowing the gift certificate site to authenticate users, manufacturers, and 

merchants and communication links with the partner systems, the authentication protocol implemented by 

software components of the Manufacturer, Merchant, and Gift Certificate sites. 
a purchase validation protocol between the electronic gift certificate service and the Merchant for authorizing 

the purchase based on the restrictions applied by the purchaser. 
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[Whereby a scaleable system is defined that supports multiple online merchants of any size and from any 
location in the world] 

2. (Removed without prejudice or disclaimer) 

3. (Amended) The [A] system of [as in] claim I [2], whereby the purchaser may place restrictions on the user of 
the gift certificate. 

4. (Amended) The [A] system of [as in] claim I [2], whereby the purchaser may track the use of the gift certificate 
down to the individual product or products purchased . 

8. (Amended) The [a] system of [as in] claim 6, whereby contributions can be made anonymously at the time of 
purchase . 

19. (Removed without prejudice or disclaimer) 

20. (Removed without prejudice or disclaimer) 

21 . (Removed without prejudice or disclaimer) 

22. (Removed without prejudice or disclaimer) 
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